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Preamble


This Agreement, effective as of the date of execution by both parties, is made by and between MISSISSIPPI STATE UNIVERSITY, a state public institution of higher learning, organized and existing under the laws of the State of Mississippi and having its principal office at 301 Research Blvd., Starkville, MS 39759, U.S.A. (hereinafter referred to as MSU), and __________________________ (hereinafter referred to as LICENSEE).

WHEREAS, MSU  is the owner of certain "Intellectual Property ," as defined in Paragraph 1.3 below, relating to __________ _____________ __________________________, invented by ____________________________, (the Inventor(s)), employee(s) of MSU in the performance of their  MSU employment;


WHEREAS, MSU desires to have the Intellectual Property developed and utilized in the public interest;

WHEREAS, MSU desires to grant licenses under said Intellectual Property, subject to any royalty-free, nonexclusive license heretofore granted to the United States Government;


WHEREAS, LICENSEE desires to obtain a license from MSU upon the terms and conditions hereinafter set forth.

NOW, THEREFORE, in consideration of the premises and the mutual covenants contained herein the parties hereto agree as follows:

ARTICLE I – DEFINITIONS


For purposes of this Agreement, the following words and phrases shall have the following meanings:

1.0
“EFFECTIVE DATE” shall mean the date executed by the last party as reflected on the signature page hereof.

1.1
“FIELD OF USE" shall mean 

1.2
"LICENSEE" shall include the party identified in the Preamble of this Agreement as the LICENSEE and:


(a) any related company of LICENSEE, the voting stock of which is directly or indirectly at least fifty percent (50%) owned or controlled by LICENSEE; and


(b) any organization which directly or indirectly controls more than fifty percent (50%) of the voting stock of LICENSEE; and


(c) any organization, the majority ownership of which is directly or indirectly common to the ownership of LICENSEE.


1.3
"INTELLECTUAL PROPERTY" shall mean:

(a) the United States and foreign patents and/or patent applications listed in Appendix A; and
(b) United States and foreign patents issued from the applications listed in Appendix 
A and from divisionals and continuations of these applications; and


(c) claims of U.S. and foreign continuation-in-part applications, and of the resulting patents, which are directed to subject matter specifically described in the U.S. and foreign applications listed in Appendix A; and


(d) claims of all foreign patent applications, and of the resulting patents, which are directed to subject matter specifically described in the United States patents/or patent applications described in (a), (b), or (c) above; and

(e) any reissues of United States patents described in (a), (b), (c) or (d) above.
(f) any copyright, trademark, servicemark, Know-How, or trade secrets relevant to the technology and subject matter at hand developed by, created by, or otherwise owned by MSU


1.4
A "LICENSED PRODUCT" shall mean any product or part thereof which:

(a) is covered in whole or in part by an issued, unexpired claim or a pending claim contained in the Intellectual Property in the country in which any Licensed Product is made, used, or sold; or
(b) is manufactured by using a process which is covered in whole or in part by an issued, unexpired claim or a pending claim contained in the Intellectual Property in the country in which any Licensed Process is used or in which such product or part thereof is used or sold; or
(c) is derived from Intellectual Property and/or “Know-how” as hereinafter defined; and



(d)
is sold, manufactured or used in any country under this Agreement.


1.5
A "LICENSED PROCESS" shall mean:

(a) any process which is covered in whole or in part by an issued, unexpired claim or a pending claim contained in the Intellectual Property; or
(b) is derived from Intellectual Property and/or Know-how as hereinafter defined; and



(c)
is sold, manufactured or used in any country under this Agreement.

1.6
"NET SALES" shall mean LICENSEE's (and its sublicensees') billings for Licensed Products and Licensed Processes produced hereunder less the sum of the following:

(a) sales taxes, tariff duties, and/or use taxes which are directly imposed and are with reference to particular sales; and
(b) outbound transportation prepaid or allowed; and

(c) amounts allowed or credited on returns.

(d) In the event that a Licensed Product is sold in combination with another product and/or service (Combination Product), Net Sales, for purposes of royalty payments on the Combination Product, shall be calculated by multiplying the Net Sales on sale of that combination by the fraction A/B, where A is the gross selling price of the Licensed Product sold separately and B is the gross selling price of the Combination Product. In the event that no such separate sales are made by the Company, Net Sales for royalty determination shall be calculated by multiplying Net Sales of the combination by the fraction C/(C+D) where C is the fully allocated cost of the Licensed Product and D is the fully allocated cost of other components, such standard costs being determined using LICENSEE’s standard accounting procedures.

1.7
“KNOW-HOW" shall mean the ideas, methods, characterization and techniques developed by the Inventor(s) before the Effective Date, which are necessary for practicing Intellectual Property.


1.8
“NON-ROYALTY SUBLICENSE INCOME” shall mean sublicense issue fees, sublicense maintenance fees, sublicense milestone payments, and similar non-royalty payments made by sublicensees to LICENSEE on account of sublicenses pursuant to this Agreement.


1.9
“TERRITORY” shall mean____________________
1.10
“IMPROVEMENTS” shall mean any improvement, modification or other refinement, regardless of the patentability thereof to (a) the subject matter of the Licensed Technology, within the scope of the inventions claimed in the Patents, or (b) the development, manufacture, use or sale of which, except for the licenses granted herein, would infringe a valid claim of any of the Patents. 
1.11
“PATENT EXPENSES” means all fees, expenses, and charges of patent counsel related to Intellectual Property, listed in Exhibit A currently or added by amendment at a future date, incurred by MSU in connection with the preparation, filing, prosecution, issuance, re-issuance, re-examination, interference, and/or maintenance of applications for patent rights, currently contained or that may be added to Exhibit A.
1.12
“CHANGE OF CONTROL” shall mean the following, as applied only to the entirety of that part of the LICENSEE’s business that exercises the rights granted under this Agreement:
(a) 
acquisition of ownership—directly or indirectly, beneficially or of record—by any person or group (within the meaning of the Exchange Act and the rules of the SEC or equivalent body under a different jurisdiction) of the capital stock of the LICENSEE representing more than 35% of either the aggregate ordinary voting power or the aggregate equity value represented by the issued and outstanding capital stock of the LICENSEE; and/or
(b)
the sale of all or substantially all the LICENSEE’s assets and/or business in one transaction or in a series of related transactions.

ARTICLE II – GRANT


2.1
License. MSU hereby grants to LICENSEE an exclusive/non-exclusive license in the Territory and for the Field of Use, to the extent not prohibited by other patents, to make, to have made, to use, lease and to sell Licensed Products and to practice the Licensed Processes to the end of the term for which the Intellectual Property rights are granted unless sooner terminated in accordance with the terms hereof. In order to establish such exclusivity, MSU shall not grant to third parties a further license under Intellectual Property rights in the Field, within the Territory and during the Term.


2.2
Sublicense. LICENSEE shall not have the right to enter into sublicensing agreements for the rights, privileges and licenses granted hereunder without the prior written approval of MSU. Upon such approval, all such sublicense agreements shall:  

(a) contain a statement setting forth the date upon which LICENSEE's exclusive/non-exclusive rights, privileges, and license hereunder shall terminate; and 

(b) provide that the obligations to MSU of this Agreement shall be binding upon the sublicensee as if it were a party to this Agreement.  The Sections of this Agreement that are to be binding on sublicensees are Sections 2.3 (Government Rights), 2.4 (University Rights), 5.1 (Records), 8.1 (Indemnification), 8.2 (Insurance), 8.3 (Disclaimer of Warranties), 12.1 (Governing Law), 12.2 (Use of MSU Names), and 12.4 (Patent Marking). LICENSEE further agrees to attach copies of this Agreement to sublicense agreements, except that Paragraph 4.1 to this Agreement, Royalties and Fees, may be redacted from the aforesaid copies to be attached to the sublicensee agreements if LICENSEE determines it must do so for business purposes.
(c) LICENSEE agrees to forward to MSU a copy of any and all sublicense agreements within thirty days of the execution of each such sublicense agreement and further agrees to require and to forward to MSU annually a copy of reports received by LICENSEE from its sublicensees during the preceding twelve month period under the sublicenses as shall be pertinent to a royalty accounting under said sublicense agreements.

(d) LICENSEE shall not receive from sublicensees anything of value in lieu of cash payments in consideration for any sublicense under this Agreement without the express, prior written permission of MSU.


(e) Upon termination of this Agreement for any reason, MSU, at its sole discretion, shall determine whether LICENSEE shall cancel or assign to MSU any and all such sublicenses.



2.3
Government Rights. The Licensed Products are subject to all applicable laws and regulations, including Public Laws 96-517 and 98-620, and implementing regulations including 35 USC §§200-211.  MSU and/or LICENSEE agree to include a statement in any patent application fully identifying such government right; and LICENSEE acknowledges that the United States Government has the right to a worldwide, non-exclusive, royalty-free license to practice any Patent notwithstanding anything in this Agreement to the contrary. LICENSEE agrees that for Licensed Products that are subject to a non-exclusive royalty-free license to the United States government, said Licensed Products will be manufactured substantially in the United States.



2.4
University Rights. MSU reserves the right to practice under the Intellectual Property rights, and to have practiced by other not-for-profit entities for purposes of collaborative research with MSU, for research and educational purposes and to publish the results thereof.
ARTICLE III – DUE DILIGENCE



3.1
Best Efforts. LICENSEE shall use its best efforts to bring one or more Licensed Products and Licensed Processes to market through a thorough, vigorous, and diligent program for exploitation of the Intellectual Property rights to attain maximum commercialization of Licensed Products and Licensed Processes and shall thereafter continue such efforts throughout the life of this Agreement.  


3.2 Milestones. In addition, LICENSEE shall adhere to the following milestones:
(a) Development Plan. LICENSEE shall deliver to MSU on or before ___________ a business plan (if required) and a development plan showing the amount of money, number and kind of personnel, and time budgeted and planned for each activity necessary to make Licensed Products and Licensed Processes available for sale in the commercial marketplace (see Appendix B). Such activities include:       

1)     Product development and regulatory approvals 

2)     Manufacturing and capital investment 

3)     Marketing and sales plan

4)     Financial plan  
(b) Progress Report. Licensee shall deliver to MSU an annual progress report (see Appendix C) as to Licensee's (and any sublicensee's) efforts and accomplishments during the preceding year in diligently commercializing the Licensed Products and Licensed Processes in the Territory; and Licensee's (and, if applicable, sublicensee's) development plans for the upcoming year. 

The annual progress report shall be due on or before each anniversary of the Effective Date.  The report shall summarize in writing the progress for the activities described above.  Allow 1-3 paragraphs for each of the following:
1) 
Efforts. Activities currently under investigation, i.e., ongoing activities including objectives and parameters of such activities, when initiated, and projected date of completion 
2)     
Accomplishments. Activities completed since last report including the objectives and parameters of the development, when initiated, when completed and the results. 
3)     
Development plans. Activities to be undertaken before the next annual progress report including, but not limited to, the type and objective of any necessary efforts and their projected starting and completion dates. 
4)     
Development timeline. Estimated total time remaining before Licensed Products will be commercialized.

5)     
Changes to plan. Describe any changes to the initial development plan with reasons for the change. 

(c) Prototype. LICENSEE shall develop a production prototype on or before January 1, 2009 and permit inspection by MSU. As used herein, a production prototype will look exactly like the production material; function exactly as the production material; and can function in the operational environment for which it was designed. 

(d) LICENSEE shall make Net Sales according to the following schedule:




December 31, 20--



$---,000 USD



December 31, 20--



$---,000 USD



December 31, 20--



$---,000 USD
Additional 10% for each subsequent calendar year up to a minimum of $---- USD.

(e) MSU reserves the right to audit Licensee's records relating to the development of Licensed Products and Licensed Processes as required hereunder subject to the procedures and restrictions set forth for audit of the financial records of Licensee in Article V. MSU's review of Licensee's activities is solely to verify Licensee's commitment to comply with Licensee's obligations to commercialize Licensed Products and Licensed Processes as set forth above.


3.3
General Performance Requirement. If LICENSEE fails to perform in accordance with Paragraphs 3.1 and 3.2 above, then MSU shall have the right and option to either terminate this Agreement pursuant to Paragraph 10.3 hereof or change LICENSEE’s exclusive license to a nonexclusive license. This right if exercised by MSU shall supercede the rights granted in Paragraphs 2.1 and 2.2.
3.4
Performance Requirements within Territory or Field of Use. Beginning three (3) years from the effective date of this Agreement, MSU shall have the right at any time and from time to time, to terminate or limit the scope of the exclusive/non-exclusive license granted herein with respect to any field of use or any national political jurisdiction in which LICENSEE fails to use its best efforts to commercialize the Intellectual Property.   In order to limit the scope of the license pursuant to this Paragraph 3.4: 


(a) MSU shall provide LICENSEE with ninety (90) days prior written notice specifying the field of use or geographic area in which it intends to terminate or limit the scope of the license of the Intellectual Property;  


(b) the license shall be terminated or limited in scope as specified in the notice unless LICENSEE provides reasonable evidence satisfactory to MSU, within the said ninety-day period, that LICENSEE is exercising its best efforts to commercialize the Intellectual Property in the identified field of use or national political jurisdiction.  As used herein, (i) "commercialize" means having Net Sales of Licensed Products in such jurisdiction; and (ii) "efforts to commercialize" means having Net Sales of Licensed Products or an effective, ongoing and active research, development, manufacturing, marketing or sales program as appropriate, directed toward obtaining regulatory approval, production or Net Sales of Licensed Products in any jurisdiction, and plans acceptable to MSU, in its sole discretion, to commercialize licensed inventions in the jurisdiction(s) that MSU intends to terminate or limit in scope.
3.5
Bankruptcy or Equivalent.  LICENSEE will provide written notice to MSU prior to the filing of a petition in bankruptcy or equivalent if LICENSEE intends to file a voluntary petition, or, if known by LICENSEE through statements or letters from a creditor or otherwise, if a third party intends to file an involuntary petition in bankruptcy against LICENSEE.  Notice will be given at least 75 days before the planned filing or, if such notice is not feasible, as soon as LICENSEE is aware of the planned filing.  LICENSEE's failure to perform this obligation is deemed to be a material pre-petition incurable breach under this Agreement not subject to the ninety (90) day notice requirement of Paragraph 10.3, and MSU is deemed to have terminated this Agreement forty-five (45) days prior to the filing of the bankruptcy.

ARTICLE IV – ROYALTIES AND FEES


4.1
For the rights, privileges and license granted hereunder, LICENSEE shall pay royalties and fees to MSU to the end of the term of the Intellectual Property. Fees and Royalties shall include:


(a) License Issue Fee of ___ Thousand Dollars ($--,000), which said License Issue Fee shall be deemed earned and due immediately upon the execution of this Agreement. 

(b) Running Royalty  in an amount equal to ______percent (_%) of the Net Sales of the Licensed Products or Licensed Processes used, leased or sold whether by or for LICENSEE or its sublicensees. In the case of sublicenses, LICENSEE shall also pay to a royalty of fifty percent (50%) of NON-ROYALTY SUBLICENSE INCOME.

(c) License Maintenance Fee of ____Thousand Dollars ($_,000) per calendar year payable as of December 31, 20-- and as of December 31 of each year thereafter; provided, however, that Running Royalties paid by Licensee for a given year shall be creditable against any License Maintenance Fee due during said year. No Running Royalty paid for any given calendar year shall be carried over as a credit against any License Maintenance Fee due for any subsequent calendar year.

4.2
Patent Costs. 

(a) Reimbursement. LICENSEE shall reimburse MSU for all past (prior to the effective date of this agreement) and all future (on or after the effective date) costs, fees and expenses incurred in connection with the filing, prosecution and maintenance of the Intellectual Property. Such reimbursement shall be made within thirty (30) days of receipt of MSU’s itemized invoice and shall bear interest, if overdue, at the rate specified in Paragraph 5.5. 


(b) Restriction of Rights for Non-payment. If LICENSEE elects not to support the expense of filing or prosecution of any patent application or to maintain any patent for any reason, it will promptly notify MSU of its decision and MSU shall thereafter have the sole and exclusive right to undertake such filing, prosecution or maintenance at its own expense, and MSU shall have the right to dispose of such patent applications and patents as it chooses and without further obligation to LICENSEE with respect to such patent applications or patents, and such patent applications and patents shall be deleted from the scope of this agreement.


(c) Past Patent costs are $________________



4.3
No multiple royalties shall be payable because any Licensed Product, its manufacture, use, lease, or sale are or shall be covered by more than one Intellectual Property  patent application or Intellectual Property  patent licensed under this Agreement.



4.4
Payments shall be paid in United States dollars at MSU or at such other place as MSU may reasonably designate consistent with the laws and regulations controlling in any foreign country.  If any currency conversion shall be required in connection with the payment of royalties hereunder, such conversion shall be made in using the exchange rate published in The Wall Street Journal on the last business day of the calendar month in which payment falls due (or the closest business day prior thereto on which such rate is published).


4.5
All payments due hereunder shall be paid in full without deduction of taxes or other fees, except those listed in Paragraph 1.6 above, which may be imposed by any government or governmental authority and all such governmental taxes and fees shall be paid by LICENSEE or sublicensees if any.
ARTICLE V – REPORTS AND RECORDS



5.1
Records. LICENSEE shall keep full, true, and accurate books of accounting containing all particulars that may be necessary for the purpose of showing the amounts payable to MSU hereunder.  Said books of account shall be kept at LICENSEE's principal place of business or the principal place of business of the appropriate division of LICENSEE, but in no case outside the United States of America. Said books and the supporting data shall be open at all reasonable times for five years following the end of the calendar year to which they pertain to the inspection of MSU or its agents for the purpose of verifying LICENSEE's royalty statement or compliance in other respects with this Agreement.  Should such inspection lead to the discovery of a ten percent (10%) or greater discrepancy in reporting, then LICENSEE shall pay the full cost of such inspection.



5.2
Quarterly Reports. After the first commercial sale of a Licensed Product or Licensed Process, LICENSEE, within forty-five days after March 31, June 30, September 30 and December 31, of each year, shall deliver to MSU true and accurate reports, giving such particulars of the business conducted by LICENSEE and its sublicensees during the preceding three-month period under this Agreement as shall be pertinent to a royalty accounting hereunder.  These shall include at least the following:



(a)
number of Licensed Products manufactured and sold;



(b)
total billings for Licensed Products sold;



(c)
total billings for all Licensed Processes used or sold;



(d)
deductions applicable as provided in Paragraph 1.6;



(e)
total royalty due;
(f) names and addresses of all sublicensees of LICENSEE.


5.3
Quarterly Royalty Payments. With each such report submitted, LICENSEE shall pay to MSU the royalties due under this Agreement.  If no royalties shall be due, LICENSEE shall so report.



5.4
Financial Statements. On or before the sixtieth day following the close of LICENSEE's fiscal year, LICENSEE shall provide MSU with a statement for the preceding fiscal year stating, at a minimum, the correctness of the reported billings of LICENSED PRODUCTS and LICENSED PROCESSES, and total Royalty paid to MSU. Such statement shall be certified as correct by an officer of LICENSEE or by an independent auditor.


5.5
Interest Penalty.  The royalty payments, license fees, and reimbursements for patent-related expenses set forth in this Agreement shall, if overdue, bear interest until payment in full at the monthly rate of one percent (1%) above the prime rate as published in the Wall Street Journal on the date that the royalty payment, license fee, or other reimbursement is due.  The payment of such interest shall not foreclose MSU from exercising any other rights it may have as a consequence of the lateness of any payment.
ARTICLE VI – PATENT PROSECUTION


6.1
Responsibilities for Patent Prosecution and Maintenance.  
(a) MSU using one of its approved patent attorneys is responsible for preparing, filing, and prosecuting any patent applications, maintaining any issued patents, and prosecuting and maintaining any and all continuations, continuations-in-part, divisional, substitutions, reissues, or re-examinations (or the foreign equivalent of these) related to the Intellectual Property rights. LICENSEE will reimburse MSU for Patent Expenses as detailed in Paragraph 4.1(g).

(b) MSU will prepare, file, and prosecute Patent(s), including Improvements in the United States. In the event of Improvements MSU may also prepare, file, and prosecute international applications under the Patent Cooperation Treaty.  LICENSEE will specify in writing to MSU the foreign countries in which patent applications for Improvements are to be filed and prosecuted. MSU will notify LICENSEE sixty (60) days in advance of a national stage filing deadline, and LICENSEE will specify such additional countries no later than thirty (30) days before the national stage filing deadline for the pertinent patent application.

 (c)
MSU is solely responsible for making decisions regarding content of U.S. and foreign applications to be filed and prosecution of the applications, continuations, continuations-in-part, divisional, substitutions, reissues, or re-examinations (or the foreign equivalent of these) related thereto. 

(d)
LICENSEE will cooperate with MSU in the filing, prosecution, and maintenance of any Patents.  MSU will advise LICENSEE promptly as to all material developments with respect to the applications. Copies of all papers received and filed in connection with prosecution of applications in all countries will be provided promptly after receipt or filing to LICENSEE to enable it to advise MSU concerning the applications. 

(e)
No party shall be liable for any loss, as a whole or in part, of a patent term extension granted by the U.S. Patent and Trademark Office (or its foreign equivalents) on a Patent, even if such loss results from acts or omissions of the prosecuting party or its personnel.

(f) 
Each party agrees to promptly forward all written communications from the other party regarding prosecution of Patents to its patent counsel as appropriate, with a written confirmation to the other party that the communications have been forwarded.

(g) 
The Parties shall use reasonable efforts to protect such Intellectual Property as trade secrets and/or as proprietary copyrighted material.

ARTICLE VII – INFRINGEMENT



7.1
LICENSEE shall inform MSU promptly in writing of any alleged infringement of the Intellectual Property by a third party and of any available evidence thereof.



7.2
During the term of this Agreement, MSU shall have the right, but shall not be obligated, to prosecute at its own expense any such infringements of the Intellectual Property.  If MSU prosecutes any such infringement, LICENSEE agrees that MSU may include LICENSEE as a co-plaintiff in any such suit, without expense to LICENSEE.  The total cost of any such infringement action commenced or defended solely by MSU shall be borne by MSU, but MSU shall keep any recovery or damages for past infringement derived from said suit, whether resulting from a judgment, settlement, or otherwise, as reimbursement for any and all expenses, costs, and efforts expended by MSU in pursuit of the claim.  The remainder, if any, shall then be divided between MSU and LICENSEE in an equitable manner to allow MSU to receive a portion thereof equivalent to the royalty that MSU would have received but for the infringement.



7.3
If within six months after having been notified of any alleged infringement or such shorter time prescribed by law, MSU shall have been unsuccessful in persuading the alleged infringer to desist and shall not have brought and shall not be diligently prosecuting an infringement action, or if MSU shall notify LICENSEE at any time prior thereto of its intention not to bring suit against any alleged infringer, then, and in those events only, LICENSEE shall have the right, but shall not be obligated, to prosecute at its own expense any infringement of the Intellectual Property , and LICENSEE may, but only after obtaining consent from and authority from the Attorney General for the State of Mississippi to do so for such purposes, use the name of MSU as party plaintiff; provided however that such right to bring an infringement action shall remain in effect only for so long as the license granted herein remains exclusive.  No settlement, consent judgment or other voluntary final disposition of the suit may be entered into without the consent of MSU, which consent shall not be unreasonably withheld.  LICENSEE shall indemnify MSU from and against all costs, expenses, judgments, or other adverse results that arise during or that result from such proceedings or the actions associated therewith.



7.4
In the event that LICENSEE shall undertake the enforcement and/or defense of the Intellectual Property  by litigation, LICENSEE may withhold up to fifty percent of the royalties otherwise thereafter due MSU hereunder and apply the same toward reimbursement of its expenses, including reasonable attorney's fees, in connection therewith.  Said withholding of royalties shall begin no earlier than the date LICENSEE first receives a bill for professional services or expenses for the enforcement and/or defense of the Intellectual Property in litigation.  Any recovery of damages by LICENSEE for any such suit shall be applied first in satisfaction of any unreimbursed expenses and legal fees of LICENSEE relating to the suit, and next toward reimbursement to MSU for any royalties past due or withheld and applied pursuant to this Article VII.  The balance remaining from any such recovery shall be equitably divided between LICENSEE and MSU in a manner that MSU shall receive its proportionate share that it would have otherwise received as royalty.



7.5
In the event that a declaratory judgment action alleging invalidity or infringement of any of the Intellectual Property shall be brought against LICENSEE, MSU, at its option, shall have the right, within thirty days after notice of the commencement of such action, to intervene and take over the sole defense of the action at its own expense.



7.6
In any infringement suit as either party may institute to enforce the Intellectual Property pursuant to this Agreement, the other party hereto shall, at the request and expense of the party initiating such suit, cooperate in all respects and, to the extent possible, have its employees testify when requested and make available relevant records, papers, information, samples, specimens, and the like.

ARTICLE VIII – INDEMNIFICATION



8.1
LICENSEE shall at all times during the term of this Agreement and thereafter, indemnify, defend and hold the State of Mississippi, the Board of Trustees of Institutions of Higher Learning, the trustees of the Board of Trustees of Institutions of Higher Learning, MSU, and each and all of their officers, employees and affiliates, both in their official and personal capacities, (“Indemnified Parties”) harmless against all damages, claims, suits, actions, demands and expenses, including legal expenses and reasonable attorney's fees (“Claims”), arising out of or related to the production, manufacture, sale, use, lease, consumption, or advertisement of the LICENSED PRODUCT(s) or LICENSED PROCESS(es), or arising from or related to any obligation of LICENSEE in this Agreement, under any theory of liability (including without limitation, actions in the form of tort, warranty, or strict liability, or violation of any law), whether arising from a third party claim, or whether arising out of the death or injury to any person or persons or out of any damage to property, except for Claims (1) made by human subjects of research conducted by MSU in which LICENSEE had no involvement in such research or (2) arising from activity conducted under Sections 2.3 or 2.4 in which LICENSEE had no involvement in such research. LICENSEE shall further obtain from any third party to whom it sublicenses any INTELLECTUAL PROPERTY an equivalent agreement to indemnify, defend and hold the Indemnified Parties harmless within the sublicensee’s FIELD OF USE and TERRITORY.


8.2
LICENSEE shall obtain and carry in full force and effect liability insurance which shall protect LICENSEE and MSU (including the other persons and entities identified in Paragraph 8.1) in regard to events covered by Paragraph 8.1 above.  LICENSEE shall provide MSU with a copy of the certificate of coverage evidencing compliance with the above requirements within 30 days of the date of execution of this Agreement and annually thereafter to evidence constant and continuous coverage during the life of this Agreement and thereafter for as long as liability exposure exists. Such insurance shall:

(a) be written by an insurance company with an A.M. Best rating of A- or higher and a financial class size Class X or higher;
(b) include contractual liability coverage;
(c) include product liability coverage;

(d) include products-completed operations hazard coverage;

(e) not be an eroding limits policy;
(f) provide and require thirty (30) days written notice to be given to MSU prior to any cancellation or material change of the coverage;

(g) include Indemnified Parties as Additional Insured with limits for the Indemnified Parties equal to:

$500,000 each occurrence

$3,000,000 general aggregate

$3,000,000 products-completed operations aggregate;



8.3
MSU MAKES NO REPRESENTATIONS AND EXTENDS NO WARRANTIES OF ANY KIND, EITHER EXPRESS OR IMPLIED, INCLUDING, BUT NOT LIMITED, TO WARRANTIES OF MERCHANTABILITY, FITNESS FOR A PARTICULAR PURPOSE, VALIDITY OF INTELLECTUAL PROPERTY  CLAIMS, ISSUED OR PENDING, OR FOR THE ABSENCE OF LATENT OR OTHER DEFECTS, WHETHER DISCOVERABLE OR NOT DISCOVERABLE.  NOTHING IN THIS AGREEMENT SHALL BE CONSTRUED AS A REPRESENTATION MADE OR WARRANTY GIVEN BY MSU THAT THE PRACTICE BY LICENSEE OR SUBLICENSEES OF THE LICENSE GRANTED HEREUNDER SHALL NOT INFRINGE THE INTELLECTUAL PROPERTY OF THIRD PARTIES.  IN NO EVENT SHALL THE MISSISSIPPI BOARD OF TRUSTEES OF STATE INSTITUTIONS OF HIGHER LEARNING, MSU, THE TRUSTEES, OR ANY OFFICERS, AGENTS OR EMPLOYEES THEREOF BE LIABLE FOR INCIDENTAL OR CONSEQUENTIAL DAMAGES OF ANY KIND, INCLUDING ECONOMIC DAMAGE OR INJURY TO PROPERTY AND LOSS OF PROFITS, REGARDLESS OF WHETHER MSU SHALL BE ADVISED OF, SHALL OTHERWISE HAVE REASON TO KNOW, OR IN FACT SHALL KNOW OF THE POSSIBILITY THEREOF.

ARTICLE IX – ASSIGNMENT AND CHANGE OF CONTROL


9.1
Nonassignability of Agreement. Without the prior written approval of MSU in each instance, neither this Agreement nor the rights granted hereunder shall be assigned, transferred or otherwise granted in whole or in part by LICENSEE to any entity whether voluntarily or involuntarily, by operation of law, or otherwise. This Agreement shall be binding upon the respective successors, legal representatives and assignees of MSU and LICENSEE. Such approval shall be contingent upon the LICENSEE meeting the requirements of Paragraphs 9.4 and shall not be unreasonably withheld. Any assignment in violation of this provision is null and void.
9.2
Change of Control Fee.  If there is a Change of Control, LICENSEE will pay MSU a Change of Control Fee equivalent to five percent (5%) of the transaction value, inclusive of the fair market valuation of any equity or non-liquid assets proposed in the transaction.
9.3
Assignment Fee.  LICENSEE will pay MSU a fixed fee of $20,000 per transaction resulting in change of assignment, transfer or grant of this Agreement.
9.4  
Conditions of Assignment under Change of Control. LICENSEE may assign this Agreement as part of a Change of Control upon prior and complete performance of the following conditions:
(a) LICENSEE shall give MSU written notice of LICENSEE’s intent to so transfer this Agreement thirty (30) days prior to completion of such transfer, along with a copy of such transfer agreement, pursuant to which such transferee shall have agreed in writing to be bound by the terms and conditions of this Agreement; and

(b) LICENSEE shall provide MSU with evidence to demonstrate that such transferee has or is likely to acquire capital and manpower resources sufficient to fulfill the obligations it is assuming hereunder; and
(c) MSU shall have received the full Change of Control Fee and/or Assignment Fee; and

(d) All Patent Expenses shall have been paid in full.  
9.5
After the Assignment. Upon completion of such transfer, the term “LICENSEE” as used herein shall refer to such transferee.  If the transferee shall not have agreed in writing to be bound by the terms and conditions of this Agreement, or MSU and such transferee do not agree upon new licensing terms and conditions, within sixty (60) days of close of such transfer of LICENSEE’s business, MSU shall have the right to terminate this Agreement.
ARTICLE X – TERMINATION



10.1
Cessation of Business. If LICENSEE shall cease to carry on its business, this Agreement shall terminate immediately. 



10.2
Non Payment. Should LICENSEE fail to make any payment when due, MSU shall have the right to terminate this Agreement on thirty days' notice.  Upon the expiration of the thirty-day period, if LICENSEE shall not have paid such payment in full with any interest due thereon, the LICENSEE’s and all sublicensees’ rights, privileges, and license granted hereunder shall automatically, and without any requirement for further action or notice from or by MSU, terminate.



10.3
Material Breach. Upon any material breach or default of this Agreement by LICENSEE other than those occurrences set out in Paragraphs 10.1 and 10.2 above which shall always take precedence in that order over any material breach or default referred to in this Paragraph 10.3, including, but not limited to, breach or default under Paragraph 3.3, MSU shall have the right to terminate this Agreement and the rights, privileges, and license granted hereunder on ninety days' notice to LICENSEE.  Such termination shall become effective unless LICENSEE shall have cured any such breach or default to the satisfaction of MSU prior to the expiration of the ninety-day period.



10.4
LICENSEE Request. LICENSEE shall have the right to terminate this Agreement at any time on six month's written notice to MSU and upon payment of all amounts due MSU through the effective date of the termination.



10.5
Repetitive Non Payment. MSU may also terminate this Agreement upon the occurrence of the third separate failure by LICENSEE within any consecutive three-year period for failure to pay royalties when due, regardless of Licensee's compliance with Paragraph 10.2 above.
 

10.6
Insurance Lapse. Should LICENSEE fail to maintain sufficient insurance coverage pursuant to Paragraph 8.2, MSU shall have the right to terminate this Agreement by providing LICENSEE with notice at least thirty (30) days prior to termination.  Upon the expiration of the thirty-day period, if LICENSEE shall not have submitted proof of sufficient insurance coverage, the LICENSEE’s and all sublicensees’ rights, privileges, and license granted hereunder shall automatically, and without any requirement for further action or notice from or by MSU, terminate.

10.7
All amounts paid to date to Licensor by Licensee under this agreement shall be nonrefundable.

ARTICLE XI -- PAYMENTS, NOTICES, AND OTHER COMMUNICATIONS



Any payment, notice, or other communication pursuant to this Agreement shall be sufficiently made or given on the date of mailing if sent to such party by certified, first class mail, postage prepaid, addressed to it at its address below or as it shall designate by written notice given to the other party:



MSU:


MISSISSIPPI STATE UNIVERSITY





Office of Technology Management




Post Office Box 5282





Mississippi State, MS 39762

(Make checks payable to Mississippi State University)

LICENSEE:

__________________________




__________________________





__________________________

ARTICLE XII– MISCELLANEOUS PROVISIONS

12.1
Governing Laws. This Agreement shall be construed, governed, interpreted, and applied in accordance with the laws of the State of Mississippi, U.S.A. without regard to its choice of law or conflicts of law rules or principles, except that questions affecting the construction and effect of any patent shall be determined by the law of the country in which the patent was granted. LICENSEE hereby consents to adjudication of any dispute, including the validity of any patent licensed hereunder, between MSU and LICENSEE by the judicial court system in the State of Mississippi and further acknowledges jurisdiction of such disputes to be subject to the "long-arm statutory jurisdiction" of the Mississippi court system.


12.2
Use of Names. LICENSEE shall not use the names, logos, trademarks, or any other mark or image considered by MSU to be identified with or protected by MSU, or those of any of the institution's employees or former employees, or any adaptation thereof, in any advertising, promotional or sales literature without prior written consent being obtained from the MSU Licensing Program Office in each case, except that LICENSEE may state that it is licensed by MSU under the patents and/or applications comprising the Intellectual Property  identified in this Agreement.


12.3
Severability.  The provisions of this Agreement are severable, and in the event that any provisions of this Agreement shall be determined to be invalid or unenforceable by a state court in Mississippi, such invalidity or unenforceability shall not in any way affect the validity or enforceability of the remaining provisions hereof.



12.4
Patent Marking.  LICENSEE agrees to mark the Licensed Products sold in the United States with all applicable United States patent numbers.  All Licensed Products shipped to or sold in other countries shall be marked in such a manner as to conform with the patent laws and practice of the country of manufacture or sale.



12.5
No Waiver. The failure of either party to assert a right hereunder or to insist upon compliance with any term or condition of this Agreement shall not constitute a waiver of that right or excuse a similar subsequent failure to perform any such term or condition by the other party.



12.6 
Term. This Agreement shall remain in full force and effect until the expiration of the last-to-expire patent as identified in Appendix A unless otherwise terminated as provided herein.


12.7 
Export Controls.  LICENSEE hereby agrees that it shall not sell, transfer, export or reexport any Licensed Products or Licensed Processes or related information in any form, or any direct products of such information, except in compliance with all applicable laws, including the export laws of U.S. government agencies and any regulations thereunder, and will not sell, transfer, export or reexport any such Licensed Products or Licensed Processes or information to any persons or any entities with regard to which there exist grounds to suspect or believe that they are violating such laws.  LICENSEE shall be solely responsible for obtaining all licenses, permits or authorizations required from the U. S. and any other governmental entity for any such export or reexport.  To the extent not inconsistent with this Agreement, MSU agrees to provide LICENSEE with such assistance as it may reasonably request in obtaining such licenses, permits or authorizations.  

12.8
Challenge to Validity. Should LICENSEE, directly or indirectly or at written urging of a third party on behalf of LICENSEE, bring an action seeking to invalidate any licensed Intellectual Property, LICENSEE will pay royalties to MSU at the rate of 2 x Y percent (2xY%) of the Net Sales of all Licensed Products and/or Licensed Process sold during the pendency of such action. Moreover, should the outcome of such action determine that any claim of a patent challenged by LICENSEE is both valid and infringed by a Licensed Product and/or Licensed Process, LICENSEE will pay royalties at the rate of 3 x Y percent (3xY%) of the Net Sales of all Licensed Products and/or Licensed Process sold.


12.9
Force Majeure. In the event that either party’s performance of its obligations under this Agreement shall be prevented by any cause beyond its reasonable control, including without limitation acts of God, acts of government, shortage of material, accident, fire, delay or other disaster, provided that the effected party shall have used its reasonable best efforts to avoid or remove the cause of such nonperformance and to minimize the duration and negative affect of such nonperformance, then such effected party’s performance shall be excused and the time for performance shall be extended for the period of delay or inability to perform due to such occurrence.  The affected party shall continue performance under this Agreement using its best efforts as soon as such cause is removed.
12.10
Headings.  The headings of the several sections are inserted for convenience of reference only and are not intended to be a part of or to affect the meaning or interpretation of this Agreement.


12.11
Entire Agreement. The parties hereto acknowledge that this Agreement together with any exhibits, schedules or other attachments specified herein, sets forth the entire Agreement and understanding of the parties hereto as to the subject matter hereof, and shall not be subject to any change or modification except by the execution of a written instrument subscribed to by the parties hereto. Accordingly, it supersedes all prior agreements or understandings, written or oral, among the parties
IN WITNESS WHEREOF, the parties have hereunto set their hands and seals and duly executed this Agreement the day and year set forth below.

	COMPANY NAME
By:

Name:

Title:


Date:

	MISSISSIPPI STATE UNIVERSITY

By:  ____________________________
Date ______________________________


APPENDIX A

To

License Agreement between

MSU and ______________________________

===============================================================

Description of Patents and Patent Applications
1. ____________________________________________________

2. ____________________________________________________

3. ____________________________________________________



APPENDIX B
To

License Agreement between

MSU and ______________________________

===============================================================

Development Plan

A business plan (if required) and a development plan of the scope outlined below shall be submitted to MSU by LICENSEE on or before the execution of this agreement.  In general, the plan should provide MSU with a summary overview of the activities that LICENSEE believes are necessary to bring products to the marketplace.

I.
Development Program


A.
Development activities to be undertaken



(Please break activities into subunits with the date of completion of major milestones)



1.



2.



3.



4.


B.
Estimated total development time, amount of money, and number and kind of personnel budgeted and planned for each phase

II.
Governmental Approval


A.
Types of submissions required


B.
Government agency, e.g., FDA, EPA, etc.

III.
Proposed Market Approach

IV.
Competitive Information


A.
Potential competitors


B.
Potential competitive devices/compositions


C.
Known competitor’s plans, developments, technical achievements


D.
Anticipated date of product launch

 V.
Material changes to the Business Plan submitted to MSU under this Agreement

 Total Length:  approximately 2-3 pages

APPENDIX C

ANNUAL PROGRESS REPORT

When appropriate, indicate estimated start date and finish date for activities.

 A.
Date Development Plan Initiated and Time Period Covered by this Report.

 B.
Progress Report (4-8 paragraphs).


1.
Activities completed since last report including the object and parameters of the development, when initiated, when completed and the results.


2.
Activities currently under investigation, i.e., ongoing activities including object and parameters of such activities, when initiated, and projected date of completion.

 C.
Future Activities (4-8 paragraphs).


1.
Activities to be undertaken before next report including, but not limited to, the type and object of any studies conducted and their projected starting and completion dates.


2.
Estimated total development time remaining before a product will be commercialized.

 D.
Changes to Initial Development Plan (2-4 paragraphs).


1.
Reasons for change.


2.
Variables that may cause additional changes.

E.   Items to be provided if Applicable:


1.
Information relating to Licensed Products that has become publicly available, e.g., published articles, competing products, patents, etc.


2.
Development work being performed by third parties, other than LICENSEE, to include name of third party, reasons for use of third party, planned future uses of third parties including reasons why and type of work.


3.
Update of competitive information trends in industry, government compliance (if applicable) and market plan.


4.
Information and copies of relevant materials evidencing the status of any patent applications or other protection relating to Licensed Products or the Licensed Patents.


5.
Material changes to the Business Plan submitted to MSU under this Agreement.

PLEASE SEND PROGRESS REPORTS TO:

Mississippi State University
Office of Technology Management
P. O. Box 5282
Mississippi State, MS  39762
Licensee Notarization

STATE OF              _________________

COUNTY OF          _________________


Personally appeared before me, the undersigned authority in and for the jurisdiction aforesaid,  ___________________________, who acknowledged himself/herself to be the ____________________ of _________________, a corporation, and that he/she, as such officer, being authorized so to do, executed and delivered the foregoing instrument for the purposes therein contained, by signing the name of the corporation by himself/herself as such officer.


In witness whereof, I hereunto set my hand and official seal on this the ______ day of ________________________, 20__.






_______________________________








NOTARY PUBLIC

(SEAL)

My commission expires:  _________________

Mississippi State University Notarization


STATE OF MISSISSIPPI

COUNTY OF OKTIBBEHA


Personally appeared before me, the undersigned authority in and for the jurisdiction aforesaid,  Mark E. Keenum, who acknowledged himself to be the PRESIDENT of MISSISSIPPI STATE UNIVERSITY, a public institution of higher learning in the State of Mississippi, and acting as an agent of the Board of Trustees of State Institutions of Higher Learning, and that he, as such officer, being authorized so to do, executed and delivered the foregoing instrument for the purposes therein contained, by signing as such officer.


In witness whereof, I hereunto set my hand and official seal on this the ______ day of ________________________, 20__.






_______________________________








NOTARY PUBLIC

(SEAL)

My commission expires:  _________________
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